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Claims 1-4 are pending in this application. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-4 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

The instant invention requires "Shengming Donglisu." Based on the evidence of 
record at this time, it is the Examiner's position that one skilled in the art would not be 
able to determine what "Shengming Donglisu" is and therefore would not be able to 
obtain the composition claimed by applicant. 

Despite a broad search in GOOGLE, the U.S. Patents and Patent Application 
Publication database, Japanese Patent database, Derwent database, Chemical 
Abstracts (HCAPLUS), Medline, Biosis, CAB Abstracts, Life Sciences Collection 
(LIFESCI), Natural Products Alert (NAPRALERT), Health and Safety Science Abstract 
(HEALSAFE), and Korean Patent Abstracts, no other use of the term "Shengming 
Donglisu" can be found except by applicant in the publication of this application (US 
2005/0123651 ). Clearly, the state of the art fails to teach one skilled in the art how to 
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obtain the substance, and neither does applicant in the instant specification. See the 
search results documented below. 

GOOGLE Search 



mi 



: Web : Images : Groups : : News Frcogle tcca* more » 
[shengrrung. dongfcsii 



Advanced Search 
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United States Patent -Application: '00501-23651 

a Mineral water composition which comprrses Shengmmg DongSsu 2 The Mineral water 
compositor; according to ctam 1 , which further comprises magnesium ... 

app*t .^pto ;^6v/; 20G6O1 236^1 J&RS -D^/20U501 23^t ; - 23^ ; : : Sup^me^ Rasi=n ; ; : ; : 

; '< y-^---r ^-n.£.'.: yi.,y'y 
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jFILE x HCAPLUS ? ENTERED AT 17:19:17 ON 16 FEB 2006 

jUSE IS SUBJECT TO THE TERMS OF YOUR STN CUSTOMER AGREEMENT . 

I PLEASE SEE "HELP USAGETERMS" FOR DETAILS. 

COPYRIGHT (C) 2026 AMERICAN CHEMICAL SOCIETY (ACS) 



FILE 'BIOSIS 1 ENTERED AT 17:19:17 ON 16 FEB 20Q6 
Copyright <c} 2006 The: Thoiascn Corporation: 



FILE 1 CAE A ' ENTERED AT 17:19:17 ON 16 FEB 2006 
^COPYRIGHT (C) 2006 CAB INTERNATIONAL (CABI) 



jFILE 'LIFESCI' ENTERED AT 17:19:17 ON 16 FEB 2006 
COPYRIGHT (C> 2006 Cambridge Scientific Abstracts (CSA} 



jFiLE:-:*^P^ 
jGOFYRXGH^^ 

University of Illinois at Chicago. 



FILE 1 HEALS APE 1 ESTERED AT 17:19:17 ON 16 FEB 2006 
COPYRIGHT (C) 2006 Cambridge Scientific Abstracts (CSA) 



;=> s shengiaing dcngXi? or sengming d»^ngli? 

|L1 0 SHENGMING DONGLI? OR SENGMING DONGLI? 



Based on the above discussed nature of the claimed invention, the state of the 
prior art, and the several factors to be discussed hereinbelow, one skilled in the art 
would not be able to determine what is or is not Shengming Donglisu, and he/she would 
not be able to make the composition as claimed without undue experimentation. Even 
though the relative skill of those in the art is high, unpredictability in this field is also 



Application/Control Number: 10/728,094 
Art Unit: 1616 



Page 5 



quite high because it is not known exactly what is or is not in Shengming Donglisu. 
Applicant provides no guidance in the specification as to the exact makeup of 
Shengming Donglisu and no guidance as to how one skilled in the art can obtain 
Shengming Donglisu with accuracy. Although specification page 4, lines 18-22 
discloses that "Sengmin Donglisu" (not spelling inconsistency) is a mixture of minerals 
which are extracted from natural ores such as celestine, paigeite, vermiculite, limestone, 
mica, colorata and elvan, there is no teaching or guidance as to how exactly "Sengmin 
Donglisu" is to be extracted from these minerals. Different methods of extraction would 
yield different compositions. Different temperature, different solvent, different 
techniques would all produce different compositions. Example: simple immersion in 
cold water of one mineral; simple immersion in hot water of five minerals; acid extraction 
of three minerals; base extraction of two minerals; Pressurized extraction using oily 
solvents; etc. Presence or absence of working example is of little use here since the 
issue is what's in Shengming Donglisu and/or how one skilled in the art can accurately 
obtain Shengming Donglisu. The claimed invention therefore fails to find adequate 
enabling support from the disclosure because not knowing these facts would lead one 
skilled in the art to resort to undue experimentation in order to arrive at the claimed 
invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-4 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The basis for this ground of rejection is that one skilled in the art would not 
understand what "Shengming Donglisu" is. The search results evidenced in the 
preceding pages show that the term used by applicant is not typically found in scientific 
publications. Therefore, without more, the required use of Shengming Donglisu 
constitutes indefinite claim language. 

All claims are thereby rejected. No claim is allowed. 

Applicant is advised that the Reference AL on applicant's PTO-1449 was crossed 
out because it was submitted without a concise explanation of its relevance or an 
English translation. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to JOHN PAK whose telephone number is (571)272-0620. 
The Examiner can normally be reached on Monday to Friday from 8 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
SPE, Gary Kunz, can be reached on (571)272-0887. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571)273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571)272- 
1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




JOHMPAK 
PRIMARY BCAWSfO 
R7J0UP i#:o 



